Copy That: An Open Letter to the Supreme Court

(And No, It's Not Just About Cox)

STEPHEN DONIGER

Doniger Burroughs

DEAR JUSTICES,

You may recognize my name as counsel of record from Unicolors
v. H&M' or the amicus briefs I have filed in other copyright cases
before you, but I wouldn't be surprised if you do not. Regardless, I
write regarding an important doctrine that undergirds many of your
copyright rulings that you seem reticent to discuss: preemption,
codified at 17 U.S.C. § 301.

The failure to address preemption properly and head-on is caus-
ing needless uncertainty and undermining the Act’s goals of pro-
moting science and the useful arts. I hope this letter will shine a light
on that and start a conversation towards greater clarity and consis-
tency in understanding and applying copyright law.

17 US.C. § 301 provides that “all legal or equitable rights that
are equivalent to any of the exclusive rights within the general scope
of copyright...and come within the subject matter of copyright as
specified by sections 102 and 103, whether created before or after
that date and whether published or unpublished, are governed ex-
clusively by this title” That is, when the Copyright Act speaks to
some right or defense, then it is the exclusive source of that right or
defense and preempts any contrary or different principles or rules.
Conversely, where the Act does not speak to a right or defense, then
we look to the common law. Thus, preemption allows us to deter-
mine when the Act forecloses a discrete claim (e.g, right of publicity,
contract, etc.) and understand when common law principles apply
in interpreting copyright law. Yet the latter has drawn short shrift.

Correct me if I'm wrong, but the last copyright case in which you

even referenced Section 301 was nearly 40 years ago in Community

for Creative Non-Violence v. Reid when you recognized that the goal of
preemption was to create “national, uniform copyright law by broad-
ly pre-empting state statutory and common-law copyright regula-
tion.” You then went on to explain that where the Act did not ex-
pressly define a term or was unclear, the principle or term “should be
understood in light of the general common law.

It thus seems that Section 301 requires the following interpretive
framework for copyright law:

if the Act speaks to something with sufficient clarity, then

contrary or different common law principles are irrelevant;

if the Act speaks to something but is ambiguous, common law

principles may help to clarify that ambiguity; and

if the Act does not speak to something, common law princi-

ples are fully applicable.

Yet since 1989, you have not even mentioned Section 301 or pre-
emption in any of the cases where it was plainly relevant. For exam-
ple, in 2014 you decided Petrella v. Metro-Goldwyn-Mayer, Inc., hold-
ing that the equitable defense of laches is not available to copyright
defendants in claims for damages because the Copyright Act sets a
3-year look-back period.* Wasn't that a preemption analysis?

Unfortunately, lower courts have followed your lead in ignor-
ing preemption when interpreting the Copyright Act. Just last year
in Rearden, LLC v. Walt Disney Pictures* the Ninth Circuit acknowl-
edged that other courts have found that the language 17 US.C.
§ 504(b) creates a right to a jury trial on profit disgorgement claims
but reached the contrary conclusion because the remedy has his-
torically been understood as equitable in other contexts. Thus, the
Ninth Circuit again did what you reversed it for doing in Petrella by
relying on common law principles when the Act otherwise spoke to
the claim, defense, or remedy at issue.

So why am I writing to you about this now? Because your March
25, 2026 holding in Cox Communications, Inc. v Sony Music Enter-
tainment® addressed when contributory liability applies to copyright
claims after acknowledging that the Copyright Act does not speak to
secondary liability. You had a perfect opportunity to discuss the doc-
trine of preemption and the interpretive framework it requires. But
instead of applying common law contributory liability principles
you looked only to your prior holdings in copyright cases to con-
clude that contributory liability claims are limited to those where an
Internet Service Provider either “induced the infringement or the
provided service is tailored to that infringement.” Respectfully, that
limitation seems artificial and inconsistent with your own precedent.

As Justice Sotomayor’s concurrence explained, “the majority,
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without any meaningful explanation, unnecessarily limits secondary
liability even though this Court’s precedents have left open the pos-
sibility that other common-law theories of such liability, like aiding
and abetting, could apply in the copyright context.” Justice Sotomay-
orisright. Itis precisely because the Act does not speak to secondary
liability that common law theories are fully applicable. Because the
Act does not speak to secondary liability, there is no copyright-spe-
cific rule for secondary liability and no basis to categorically limit it
as you did. Yet none of you—neither the majority nor the concur-
rence—even mentioned Section 301. That was a missed opportuni-
ty to provide meaningful guidance in statutory interpretation. And
it has led to a troubling holding.

To be clear, I'm not saying that Sony should have prevailed. As
you correctly explained in Metro-Goldwyn-Mayer Studios Inv. v.
Grokster, Ltd., “mere knowledge of infringing potential or of actual
infringing uses” does not generate culpability.® The mere potential of
infringement cannot satisfy the scienter requirement for contributo-
ry liability. Nor can knowledge of actual infringing activity if the de-
fendant has no practical ability to do anything about it. Thus, there is
a significant difference between an internet provider like Cox, which
cannot really stop its own involvement in known infringement, and
service providers such as online marketplaces and social media plat-
forms, who host that infringement and can. But your holding in fa-
vor of the former appears to also insulate the latter by creating a rule
inconsistent with the common law and your precedent.

In Twitter, Inc. v Taamneh you explained that to impose liability
under common law aiding and abetting principles, courts have re-
quired “that the defendant have given knowing and substantial assis-
tance to the primary tortfeasor...notably, courts often viewed those
twin requirements as working in tandem, with a lesser showing of
one demanding a greater showing of the other.... In other words,
less substantial assistance required more scienter before a court
could infer conscious and culpable assistance.”” You also explained
that this “deep-rooted common law basis...should not be taken as
inflexible codes; rather, they should be understood in light of the
common law and applied as a framework designed to hold defen-
dants liable when they consciously and culpably ‘participate[d] in’ a
tortious act in such a way as to help ‘make it succeed.”®

Using that standard, you found that Twitter, which “appear[s]
to transmit most content without inspecting it,” could not be held
liable for aiding and abetting tortious or criminal activity facilitated
through its platform because its alleged actions (or inaction) and the
Reina terrorist attack were highly attenuated “given the lack of allega-
tions connecting the Reina attack with ISIS’ use of these platforms,”
such that “plaintiffs would need some other very good reason to
think that defendants were consciously trying to help or otherwise
‘participate in’ the Reina attack”—yet they offered no such reason.’

Following that sound reasoning, courts have understood that
hosting infringing content can be culpable “substantial assistance”

to copyright infringement where the platform has actual knowledge

and allows that infringement to continue by failing to take simple
measures to stop it. Indeed, decades of nationally uniform jurispru-
dence have grown out of that understanding,

Knowing that, Cox’s brief to you stressed the efforts it has taken to
comply with the DMCA and address infringement. Yet many, includ-
ing Justice Sotomayor, have interpreted your holding as essentially
telling OSPs: “You don’t need to do that anymore, there’s no path to
liability for your failure to take any action to remove infringing content
on your platform.” T hope that’s not really what you were saying.

Fortunately, there are some judges who don’t read your holding
that way. For example, not even one week after that opinion issued,
one district court denied a motion for judgement on the pleadings
in a contributory copyright infringement case against Twitter with a
footnote distinguishing Cox factually.' That court was certainly cor-
rect that there is a difference between an internet service provider
that merely provides an internet connection and an online platform
that hosts infringing content.

The point, though, is that your holdings have sown some confu-
sion. Why does copyright law, which does not speak to secondary
liability, have more limited aiding and abetting theories available to
it than are generally available at common law? You had a simple in-
terpretive framework available to you—look to the Act to see if it
speaks to the issue (and thus preempts common law understanding)
and if not then apply common law principles just as you did a few
years ago in Taamneh—Dbut you declined to use it. Why?

I know Josh Rosencranz and his team did a fantastic job briefing
and arguing Cox. I worked with them to brief and argue Unicolors .
HéMand know firsthand how great they are. But they were advocat-
ing on behalf of a company with a billion-dollar interest in advancing
the most restrictive scope of secondary liability possible. In doing
so, they advocated for a position that treated contributory liability
differently in copyright cases than anywhere else at common law.

But I digress. This letter isn’t really about Cox. It’s about Section
301 and its application. Cox is just the latest example of courts dis-
cussing what is and isn’t in the Act without expressly acknowledging
the interpretive frameworks required by the answer to that question.
But you are the Supreme Court and it’s your job to provide clarity
and uphold the letter and intent of federal laws like the Copyright
Act. To facilitate that job, please consider giving Section 301 a bit

more consideration moving forward. «

Respectfully,
Stephen Doniger

The views expressed in this article are personal to the author and do
not necessarily represent or reflect the views of the author’s firm, the Exec-
utive Committee of the Intellectual Property Law Section, the California

Lawyers Association, or any colleagucs, organization, or client.
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WhatIs At Stake

A ruling that Al training is categorically infringing would require
the entire generative Al industry to either obtain licenses at scale or
fundamentally restructure its training methodology. A ruling that
training is categorically fair use would effectively foreclose compen-
sation for every creator whose work was used to build these systems.
The Ninth Circuit is about to issue very important opinions that
shape the future of Al law. The cases before it will determine whether
generative Al as an industry can operate without licensing the cre-

ative works that made it possible. 44
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its own configuration still left plenty of options for other pancake
purveyors to plate. The Board agreed with the Examining Attorney
that as a general matter, alternative designs need not be considered
if the other evidence of record establishes functionality. Because the
Board found the other evidence of record established that Appli-
cant’s pancake was functional, it did not need to consider evidence
of alternative designs. Nonetheless, “for completeness” the Board
did consider the Applicant’s evidence of alternative designs and re-
jected it. Applicant itself touted a benefit of its configuration in al-
lowing consumption while seated, standing or walking, sans utensils
or plate. This flexibility would not be possible with a stack of pan-
cakes. As to the availability to competitors of fewer or greater than
eight slices, the record showed evidence that the eight-slice configu-
ration is commonly used with pizzas, pies, and cakes. This evidence,
while unnecessary, supported the conclusion of functionality.

As to the fourth Morton-Norwich factor, whether the design re-
sults in a comparatively simple or cheap method of manufacture,
the Board found “nothing in the record to support a finding that
the comparative cost or complexity of a design that involves cutting
a round pancake into eight equal slices is a probative factor on the
question of functionality here.”

The Board was satisfied that factors two and three precluded
registration to the pancake as functional and affirmed the refusal to
register it. Because it found the configuration functional, it did not
reach the additional refusal, which was made on the ground that the
proposed mark was a generic product design, and failed to function
as a trademark for the identified goods.

In re Misty Everson and Christine Maynard, Ser. No. 91704306
(March 31,2026). 44
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